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DETAILED ACTION 
Election/Restrictions 
Applicanf s election without traverse of Group I in the reply filed on 10/23/06 is 
acknowledged. The requirement is made Final. 
Claims 1-93 are pending. 

Claims 22-27, 29-37, 39-53, 62-72, 75-78, and 82-85 are withdrawn from 
consideration as being directed to the non-elected invention. 

Claims 1-21 , 28, 38, 54-61 , 73-74, 79-81 , 86-93 are examined. 

Specification 

The disclosure is objected to because of the following informalities: for example 
page 20, line 15; page 21, line 29; page 28, line 4; page 56, lines 5, 10, 23, and 27, 
contain an embedded hyperlink directed to an Internet address. The use of hyperlinks 
and/or other form of browser-executable code is not permitted under USPTO current 
pblicy^Because the content of such links are subject to a change, resulting in the 
introduction of New Matter into the specification. Applicant is required to delete the 
embedded hyperlink and/or other form of browser-executable code. See MPEP § 
608.01. 
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Claim Objections 

Claims 1 , 21 , 61 , 74, and 87 are objected to for reciting the non-elected 
sequences. Correction is required. 

Claims 2-3 recite "9^^" and "10*^" carbon positions, however, it is unclear where 
the counting of the carbon starts. Clarification is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

Claims 55-61 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 55 is indefinite because "the construct" of claim 1 lacks antecedent basis. 
Claim 1 is directed to a transgenic plant rather than a construct. Dependent claims 56- 
61 do not overcome the rejection, therefore are included in the rejection. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the Invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-20 and 54-60 rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for the isolated nucleic acid of SEQ ID NO: 32, a 



transgenic plant comprising a nucleic acid encoding SEQ ID NO: 41 operably linked to a 
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vegetative-tissue specific promoter, and a method of producing said transgenic plant, 
does not reasonably provide enablement for a transgenic plant comprising a DNA 
encoding any polypeptide effective for catalyzing the conversion of a substrate to a CI 6, 
C18, or C20 monounsaturated fatty acid product having the structure as recited in the 
claim. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention 
commensurate in scope with these claims. 

The claims are broadly drawn to a transgenic plant containing at least one DNA 
construct comprising a nucleic acid encoding a polypeptide effective for catalyzing the 
conversion of a substrate to a CI 6, C18, or C20 monounsaturated fatty acid product 
having the structures as recited in claim 1 , wherein the plant has increased amount of a 
hydroxyl fatty acids including ricinoleic or vernoleic in roots as compared to a plant that 
lacks said DNA. The Claims are also drawn to said plant further comprising a second 
DNA encoding PDAT or DAGAT polypeptide, and specified root-specific promoters. 

The nucleic acid of the claims encodes a polypeptide of unknown function, and 
the function of the polypeptides cannot be predicted from its structure. The specification, 
however, states that the claimed transgenic plants would exhibit nematocidal activity as 
a result of expressing a nucleic acid encoding a polypeptide effective for catalyzing the 
conversion of a substrate to a C16, C18, or C20 monounsaturated fatty acid product 
having the structures as recited in claim 1. In contrast, the specification teaches 
transgenic plants expressing a DNA construct comprising SEQ ID NO: 32 in vegetative 
tissue having nematode resistance activity. The specification does not teach transgenic 
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plants comprising a DNA encoding any polypeptide effective for catalyzing the 
conversion of a substrate to a CI 6, CI 8, or C20 monounsaturated fatty acid product 
having the structure in claim 1 , where X can be any of hydrogen, CoA, glycerol, a 
monoglyceride, a digiyceride, ACP, methyl, Na+, phosphatidylcholine, or 
phosphatidylethanolamine, wherein both R1 and R2 are hydroxyl, one of R1 and R2 is 
hydroxyl and the other is hydrogen, or one of Rl and R2 is keto and the other is 
hydrogen, and wherein R3 is C2, C4, or C6 alkyl. 

The prior art provides limited and inconsistent information regarding the 
nematocidal activity of fatty acids, let alone transgenic plants expressing fatty acids for 
nematocidal activity. For example, Djian et al. (1994) Pestic. Biochem. Physiol.50 (3): 
229-239, Applicant's IDS) teach differential sensitivity of specific nematodes to various 
fatty acids. Djian et al show higher potent of nematocidal activity of shorter chain fatty 
acids against Meloidogyne incognita as compared to Panagrellus redivivus. Momin & 
Nair (2002) J. Agric. Food Chem. 50(16): 4475-4478, Applicant's IDS) show that high 
chain fatty acids such as oleic fatty acid at lOOug/ml is not nematicidal to either 
Panagrellus redivivus or Caenorhabditis elegans. While Stadler et al. (1994) Planta 
Medica 60(2): 128-132, Applicant's IDS) show that common longer chain of fatty acids 
such as oleic at 25ul/ml had significant nematicidal activity against C. elegans as 
compared to fatty acids with C6 to CIO chains. 

The working examples provided in the specification are limited to invitro analysis 
of the nematocidal activity of SEQ ID NO: 32 (as the elected sequence). The 
specification provides no variant of SEQ ID NO: 32 or SEQ ID NO: 41 having 
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nematocidal activity upon expression in a transgenic plant. Therefore, the nematocodal 
activity of SEQ ID NO: 32 encoding SEQ ID NO: 41 cannot be extrapolated to 
polypeptides with the structures as recited in claim 1 . 

Therefore, when In re l/Vands factors ( 858 F.2d 731, 8USPQ2nd 1400 (Fed. 
Cir, 1988) are considered, the claimed invention Is not enabled throughout the broad 
scope. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 86 and 88-93 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Green et al (WO 98/46762, Applicant's IDS). 
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The claims are drawn to a transgenic plant comprising a nucleic acid encoding a 
fatty acid epoxygenase polypeptide or fatty acid hydroxylase polypeptide operably 
linked to a vegetative tissue specific regulatory element, the transformed plant having 
an increased amount of ricinoleic acid from 0.1% to about 0.25% or vernolic fatty acid 
from 0.1 % to 0.35% of the total fatty acid in the root. 

Green et al teach transformed plants comprising DNA sequences encoding plant 
fatty acid epoxygenase enzymes from Chrysanthemum spp., Crepis spp., Euphorbia 
spp., and methods of altering fatty acid composition and levels in plants. The cited 
reference also teaches a method of altering the level of epoxy fatty acids in a plant cell, 
tissue or organ by transforming the plant with a nucleic acid encoding fatty acid 
epoxygenase under the control of CaMV 35S promoter, and transgenic plants with 
increased levels of vernolic acid (12, 13-epoxy-9-octadecenoic acid) as compared to 
non-transformed plants (see Examples 5-11 and claims 45-49). While Green et al do 
not expressly teach transgenic plants with levels of 0.1% to 25% or 35% of the plant 
epoxygenase/hydroxylase, since CaMV 35S promoter provides strong constitutive gene 
expressions, one would expect increased expression of the epoxygenase/hydroxylase 
at levels of 0.1% to 35% in both vegetative and non-vegetative tissues of the 
transfomried plant. 

Remarks 

SEQ ID NO: 32 and nucleic acid encoding SEQ ID NO: 41 are free of the prior 

art. 
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Claims 21, 28, 38, 61, 73-74, 79-81, and 87 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Medina A. Ibrahim whose telephone number is (571) 
272-0797. The Examiner can normally be reached Monday -Thursday from 8:00AM to 
5:30PM and every other Friday from 9:00AM to 5:00 PM . Before and after final 
responses should be directed to fax nos. (703) 872-9306 and (703) 872-9307, 
respectively. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Anne Marie Grunberg, can be reached at (571 ) 272-0975. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.aov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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